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Docket No.: MXI-321CPRCE 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Letters Patent of: 
Vincent Dubois et al, 

Patent No.: 7425541 B2 

Issued: September 16, 2008 

For ENZYME-CLEAVABLE PRODRUG 
COMPOUNDS 



Confirmation No.: 3549 

Art Unit: 1654 
Examiner: A.D. Kosar 



MS Patent Extension 

Commissioner for Patents . , . 

P.O. Box 1450 

Alexandria, VA 22313-1450 

APPLICATION FOR PATENT TERM ADJUSTMENT INCLUDING REQUEST FOR 
RECONSIDERATION UNDER 37 CFR S1.70Sftn 



Dear Sir: 

1 . This is a request for reconsideration of the patent term adjustment of the patent term 
adjustment of 703 days listed on the cover page of the above-identified patent. It is respectfully 
requested that Patentees be granted a patent term adjustment of 1342 days 

2. This request for reconsideration is being filed within two months of the issue date of the 
patent (September 16, 2008) and includes the following documents, as required under 37 CFR 
§§ 1.705(b)(1) and (b)(2): 

a. The fee set forth in 37 CFR § 1 . 1 8(e); and 

b, A "Statement under 37 CFR § 1 .702(b)(2)," which specifies the correct patent 
term adjustment and the bases under 37 CFR §1.702 for the adjustment, the 
relevant dates under 37 CFR §§ 1.703(a) through (e) for which adjustment is 
sought; the adjustment specified in 37 CFR § 1.703(f) to which the patent is 
entitled; and whether the patent is subject to a terminal disclaimer and any 

11/18/2888 VBUI22 08608882 1280B8 89879442 
81 FC:1455 288.80 DA 



PA6E4f16*RCVD AT 11/1712008 5:40:20 PM [Eastern Standard Time]* SVR:USPTO-EFXRF-5/29 • DNIS:2738300 " CSID:6177424214 * DURATION (mm»ss):0W2 



IT/17/2008 17:38 FAX 8177424214 L AHI VE&COCK FIE LD ©005/016 



Patent No,: 7425541 B2 Docket No.: MXI-321CPRCE 

expiration date specified in the terminal disclaimer. 

3. Patentees note that this request for reconsideration does not raise any issues that were 
raised, or could have been raised, in an application for patent term adjustment under 37 CFR 
§1.702(b). 

Dated: November 17, 2008 Respectfully submitted, 

By: ^MiAjk 
MeaghanrL. Wchmon3; PjlD. 
Registration Wo.: 61,402 
LAHTVE & COCKFIELD, LLP 
One Post Office Square 
Boston, Massachusetts 02109-2127 
(617)227-7400 
Agent For Patentees 
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RECEIVED 

CENTRAL FAX CENTER 



NOV 1 ? 2008 



Docket No.: MXI-321CPRCE 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Letters Patent of: 
Vincent Dubois et ah 



Confirmation No.; 3 549 



Patent No.: 7425541 B2 



Art Unit: 1654 



Issued: September 16 ? 2008 



Examiner: AD. Kosar 



For: ENZYME-CLEAVABLE PRODRUG 
COMPOUNDS 



MS Patent Extension 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 



1 . This statement is respectfully submitted in support of the "Application for Patent Term 
Adjustment Including Request for Reconsideration under 37 CFR § 1 .705(d)" for the above-identified 
patent In view of Hie following, it is respectfully requested that Patentees be granted a minimum patent 
term adjustment of 1342 dqys 

2. The patent term adjustment on the "Determination of Patent Term Adjustment under 35 U.S.C 

§ 1 .54(b)" as shown on the face of the issued patent is 703 days. The determination of 703 days is in error 
in that, pursuant to 35 U.S.C. § 154(b), the Office: 

(a) feiled to issue a patent within three years of the actual filing date of the above-identified 
application in accordance with 37 CFR § 1.703(b); and 

(b) failed to reduce the period of the term of the patent due to Patentees* delay under 37 CFR 
§ 1.704(b). 

3 . The factual bases for the above adjustment are set forth as follows : 
A. Examinatio n Delays Pursuant to 37 CFR 61.702 and §1.7Q1 

Pursuant to 37 CFR §1.703(f), the period of adjustment of the term of the patent under § 1.702 is 
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the sum of the periods of examination delay calculated under subparagraphs (a)-(e), to the extent that 
such periods are not overlapping, less the sum. of the periods calculated under §1.704 (the period of 
Applicant Delay). In the above-identified patent, Patentees are entitled to a period of examination delay 
equal to the sum of the periods of delay under §1. 702(b) and §§l/703(a)(l) and (b)(1) for the reasons set 
forth below. 

m "14 Month Delay" Pursuant to 37 CFR f 1.703 faMl 

In accordance wit6h 37 CFR §1.703(a)(l), Patentees are entitled to a period of patent term 
adjustment due to the failure by the Office to mail an action under 35 U.S. C. §132 not later than 14 
months after the actual filing date (hereinafter "the 14 Month Delay"). Specifically, Patentees are entitled 
to a period of patent term adjustment beginning on the day after the date that is 14 months after the date 
on which the above-identified patent was filed under 35 U.S.C. §1 11(a), i.e., June 11, 2001, and ending 
on the date of mailing of an action under 35 U.S.Q §132, a Restriction Requirement mailed May 26, 
2004. Accordingly, the period of patent term acgustment due to the 1 4 Month Delay by the Office is 654 
davs. which is in agreement with the period calculated by the Office on the PTA Calculation Sheet, 
enclosed herewith as Appendix A. 

M "Three Years Delay" Pursuant to 37 CFR Si. 702(h) and SI. 703(b) HI 

Pursuant to 37 CFR § 1.702(b), Patentees are entitled to a period of delay due to the failure of the 
Office to issue a patent within three years after the date on which the application was filed under 35 
U.S.C. §lll(a). Patentees note that the Office failed to comply with the Requirement under 37 CFR 
§ 1, 702(b), and therefore, Patentees have calculated a maximum of Three Years Delay of 1101 davs based 
on the period of time beginning on the day after the date that is three years after the date on which the 
above-patent was filed under 35 U.S.C. §11 L(a) (i.e., June 1 1, 2004) and the date that the patent issued 
(Le. t September 16.2008). However, as set fbrth in 37 CFR §1. 703(b)(1), the Three Years Delay 
Requirement does not include the period consumed by continued examination of the application under 35 
U.S.C. §132(b), beginning on the date on which a request for continued application of the application 
under 35 U.S.C. § 1 32(b) was filed and ending on the date the patent was issued. Patentees note that a 
request for continued examination under 35 U.S.C. § 132(b) was filed on June 18, 2007, and therefore, 
457 days of patent term due to the request for continued examination is excluded from this calculation 
(/. e. , the days between the date of the filing of the request for continued examination and the date the 
patent was issued, i.e., September 16, 2008). 
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Cm) Total Examination Delay Pursuant to 37 CFR fl. 703ffl 

As set forth in 37 CFR §§ 1.703(f), the period of examination delay based on the groups set forth 
in 37 CFR §1.702 is the sum of the period of the 14 Month Delay (654 days) and the maximum period of 
the Three Years Delay (1101 days), or 1755 days f to the extent these periods of delay are not overlapping, 
As the period of the 14 Month Delay ended on August 1 1 , 2002, prior to the first day of the period of the 
Three Years Delay (I.e., June 11, 2004), Patentees submit that these periods are not overlapping, 

B, "Applicant Delay" Pursuant to 3 7 CFR 61.704 

Pursuant to 37 CFR §1.704(b), the period of adjustment shall be reduced for the period in excess 
of three months taken to reply to any Office notice or action making any rejection, objection, argument or 
other request, beginning on the day after the date that is three months after the date of mailing of the 
Office communication and ending on the date the reply was filed (hereinafter "Applicant Delay"). As 
indicated on the Office's PTA Calculation Sheet (Appendix A), the Office has calculated a period of 
Applicant Delay of 399 days . However, as described belorv, Patentees calculate a total period due to 
Applicant Delay as 413 davs. which is inconsistent with the period calculated by the Office. 

fi) Applicant D elay Due to Response to Notice to File Mssing Parts 

On July 26, 2001, the Office mailed a Notice of Missing Parts of Nonprovisional Application 
under 37 CFR § 1.53(b) for the above-identified patent requiring an oath or declaration of inventors in 
compliance with 37 CFR §1.63, an S130 surcharge as set forth in 37 CFR §1. 16(e), a substituted 
computer readable form (CRF) copy of the "Sequence Listing" and a statement pursuant to 37 CFR 
§§ 1 821(e), (f) or (g), §1 .825 (b) or (e), as shown in Appendix B. Patentees responded to this Notice of 
Missing Parts on November 9, 2001 by filing the appropriate executed declarations, the surcharge, a 
petition of extension of time, the substitute CFR copy of the "Sequence listing," the statement pursuant 
to 37 CFR §§1.821(e), (f) or (g), §1.825 (b) or (e), and the appropriate fees. 

However, Patentees note that, pursuant to 37 § 1.704(b), the Office failed to reduce the period of 
adjustment by 14 davs. which is the period in excess of three months taken for Patentees to reply to the 
Notice of Missing Parts, i.e., October 26, 2001 through November 9, 2001. 
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fiti Total Applicant Delay 

Accordingly, Patentees calculate that the total period of Applicant Delay is 413 davs. which 
includes the period of 399 days calculated by the Office for Applicant Delay and the period of 1 4 days 
the Office foiled to reduce the period of adjustment as a result of Applicant Delay Due to the Response to 
Notice to File Missing Parts . 

C Calculation of Correct Patent Term Adjustment Purs uant to 37 CFR 8 1 ,702ffl 

As set forth in 37 CFR §1.703(f), Patentees are entitled to a period of patent term adjustment 
equal to the period of examination delays reduced by the period of Applicant Delay. Therefore, Patentees 
submit that the correct patent term adjustment for the above-referenced patent is 1342 days, which is the 
difference between the total period of examination delay (1755 days) and Applicant Delay (413 days). 

4. An accordance with 37 CFR § 1 .705(b)(2)(iii) ? Patentees submit that this patent is not subj ect to a 
terminal disclaimer, 

Dated: November 17, 2008 Respectfully submitted, 
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